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European IP Helpdesk

Service initiative of the European Commission

Addressing current and potential beneficiaries of EU-

funded projects, researchers and EU SMEs
Free-of-charge first-line support on intellectual property (IP)
Hands-on IP and innovation management support
International pool of IP experts from various thematic fields

Unique cooperation scheme with the Enterprise Europe

Network: 48 ambassadors from 28 EU countries

Training

free online and on-site
sessions

©
Helpline

confidential treatment of
individual IP questions

_—

Ambassadors

local IP support throughout
Europe

[

Website

frequent updates from the
world of IP and innovation

Publications

practical IP knowledge
through high-level
publications

Fl

Events

info point at key networking
events and conferences
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Communication Formats

Website

European
1P Helpdesk
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European IP Helpdesk Annual Event 2019: Go-To-Market-Strategies

Register now and join us in Brussels on 26 November!

About the European IP Helpdesk

knowing how ge your IP Ip you business or pact of your
project - make sure you stay ahead of the innovation game.

European
IP Helpdesk

Your Guide to

in Europ

European
PR Helpdesk. —

European IPR Help
Fact Sheet

IP Management in European Structural and Investment
Funds
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Helpline

* Free of charge first-line IP support

« Personal and “to the point”

 Answer within 3 working days

« Email, phone and web ‘

« Confidential R B \'




Upcoming Webinars

Date Topic

European

IP Helpdesk

21.01.2021 Introduction to IP — see the recording
29.01.2021 IP Assessment - recording
03.02.2021 IP in Biotechnology - recording
08.02.2021 Consortium Agreements - recording
10.02.2021 Technology Transfer
17.02.2021 Impact and Innovation in EU funded projects
18.02.2021 IP in H2020
24.02.2021 Geographical Indications
03.03.2021 IP and Artificial Intelligence
10.03.2021 IP Commercialisation and Licensing
Effective IP and outreach strategies to help increase the impact of
17.03.2021 research and innovation

www.iprhelpdesk.eu



https://attendee.gotowebinar.com/recording/7355135067968330248
https://attendee.gotowebinar.com/recording/1358576771138790664
https://attendee.gotowebinar.com/recording/3323730605038443526
https://attendee.gotowebinar.com/recording/3807341998533464591
https://attendee.gotowebinar.com/register/7907679243038889999
https://attendee.gotowebinar.com/register/4597453252572779023
https://attendee.gotowebinar.com/register/7021273859446865935
https://attendee.gotowebinar.com/register/5428253034613436943
https://attendee.gotowebinar.com/register/9102632878152493583
https://attendee.gotowebinar.com/register/3186156411043340559
https://attendee.gotowebinar.com/register/6528219860203397647
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Ambassador Scheme

« Cooperation scheme with the Enterprise
Europe Network (EEN): 48 ambassadors —
28 countries

« Building IP capacities among European
SMEs

« Overcoming language barriers
« Making the topic more accessible

« Exchange and feedback from ambassadors
on needs of SMEs

... | IP Helpdesk

Tu Guia sobre la
 Local awareness and training events Comercializacién de la P
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Roadmap

* Introduction — Rules and Agreements in
Horizon 2020

 Consortium Agreements in Horizon 2020:
FAQ and general contents

« How can your CA complement the IP
provisions of the GA?

Closing remarks
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Intellectual Property rules

The IP rules in Horizon 2020 can be found in:

(i) the Rules for Participation (legal basis)
(i) the (model) Grant Agreement

(iif) the applicable work programme

(iv) H2020 Online Manual

How to find them: EC Funding & Tenders Portal

https://ec.europa.eu/info/funding-
tenders/opportunities/portal/screen/how-to-participate/reference-
documents



https://ec.europa.eu/info/funding-tenders/opportunities/portal/screen/how-to-participate/reference-documents
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Overview: Agreements

-

A

European Commission

Grant Agreement A
<> =
Coordinator Beneficiaries

Consortium Agreement

@

Consortium

N
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Grant Agreement (GA)

y.

Relation between European Commission and
Consortium

European
Commission

Grant
Agreement
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Consortium Agreement (CA)

No
binding
template

Regulates the relation between beneficiaries
Cannot contradict the GA!

But
several
models
exist !

Consortium
Agreement

So far:

DESCA (RIA projects)

EUCAR (automotive)
MCARD (digital)

LERU,BAK (MSCA) /
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Is there always an obligation to conclude a CA?

Most of the time, yes. If this obligation does not apply (e.g. for mono-beneficiary
actions), the work programme applicable to the particular call will usually state so.

When should the CA be signed?

The CA should be worked out during the “time to grant” at the latest, i.e. before the
GA is signed: be prepared!

What happens if we do not sign the CA on time?

Remember that article 7 GA sets forth an obligation to “properly implement the
action”. If the lack of a signed CA leads to issues or deadlocks in project
implementation, there is a risk of breach of the GA (> possible sanctions!).

Who should sign the CA?

The CA should be signed by consortium members i.e. project beneficiaries. Third
parties should in principle not sign it.
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What should the CA include?

Designation of the parties (beneficiaries)
Preamble (context and purpose, identify the
project clearly)

Definitions (do not repeat nor deviate from
those included in the GA and RfP!)

Subject (description of the work to be done —
this may refer to the description of the
action)

Technical provisions (project schedule, etc. if
relevant in the CA - do not forget provisions
addressing any substantial changes in the
work foreseen!)

Managerial provisions (management bodies
and respective tasks, decision-making
processes)

Financial provisions complementing those already included in
the GA (payments, costs, changes to financial plans)
Provisions on IPR, exploitation and dissemination. These
must be flexible and support both the cooperation between
the parties and a sound implementation of the project,
while encouraging protection, exploitation and
dissemination.

General provisions (entry into force, duration and
termination, amendment procedure, confidentiality, breach
and liability, survival, law and jurisdiction, signatures...)

Attention: the CA cannot contradict the GA!
However, some flexibility is possible when the GA
allows it.

www.iprhelpdesk.eu
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How can your CA
complement the IP
provisions of the GA?

www.iprhelpdesk.eu
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Identify your background

General MGA: “the beneficiaries must identify and agree (in writing) on the background for the action”

In the CA:

Define how the background will be listed: positive list (DESCA, MCARD), negative list (MCARD), or both.
v Definitions and/or exclusions should be clear enough to avoid disputes!

* Draft the background list and include it in attachment.
* Mention possible existing restrictions linked to the grant of access rights over specific background.

background from the list?

* Identify a procedure for the amendment of the background list: can partners freely add and withdraw ’ /
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Refine ownership provisions

General MGA: “results are owned by the beneficiary that generates them”

In the CA:

* Possibility to make this provision more precise i.e. identify the owners of certain foreseen results in
writing (for clarity/certainty purposes).

* Possibility to set up different ownership arrangements e.g. for all results to be jointly owned by all, or
for all results to be owned by only 1 exploitation partner, or for a specific result to be transferred from

one partner to another, etc. (for solely owned results only! For jointly owned results, this can only be done after the results have
been generated).

* Set up mechanisms to clarify the ownership of results upon their creation:
v’ Identify a person/body in charge of monitoring the creation of new results.
v' Set up a procedure to inform all partners upon the creation of new results and allow them to
claim/confirm ownership.
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Set up tailored joint ownership rules

General MGA: “unless otherwise agreed in the joint ownership agreement, each joint owner may grant
non-exclusive licences to third parties to exploit jointly-owned results [...]”

In the CA:

e Possibility to create a default joint ownership regime which differs from the default one set forth in the
MGA.

v' Define whether or not an authorisation from the co-owner is requested before exploiting the joint
results.
Deal with profit-sharing.
Distinguish commercial and non-commercial exploitation (DESCA) and/or direct and indirect
exploitation.

v Set up procedures to handle joint ownership in practice (MCARD).
* Possibility to create specific joint ownership regimes for some of the joint results already foreseen.

v This will be useful for results to be jointly owned by all partners.

v For results to be jointly owned by only some of the partners, it is advisable to resort to a separate

joint ownership agreement (risk of confusion otherwise).

v
v
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Shape access rights provisions

The General MGA only sets up “minimum” access rights. This means that more favourable access rights
can always be granted.

In the CA:

* Determine procedures for the request and grant of access rights (GA says they have to be requested in writing).
v Access rights can be deemed requested and/or granted in the CA (EUCAR, MCARD)
* Set up time limits for the request of access rights for exploitation (GA: 1 year after the end of the project but MCARD:
5 years; EUCAR: no time limit).

* Possibility to broaden the scope of access rights: give access to sideground, grant right to sublicense...
* Determine a procedure for the waiving of access rights.

* Access rights for implementation = usually royalty-free. For exploitation: in the MGA, on fair and reasonable conditions.
* Possibility to refine the conditions for the grant of access rights for exploitation. @

v’ Example: royalty-free for further research, on fair and reasonable conditions if needed for commercial

exploitation.

v' Example: distinction depending on the sub-project involved (EUCAR).
* Possibility to adjust or exclude the right for affiliates to request access rights.
» Clarify access rights for parties entering / leaving the project (DESCA, MCARD).
* Include specific access rights provisions for software (DESCA, MCARD).
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Deal with confidentiality and non-disclosure obligations

The General MGA sets out confidentiality requirements; such requirements will usually be strengthened in
security-related actions.

In the CA:

* Define confidential information.
* Set up procedures surrounding the identification and disclosure of such information.
* Specify which acts constitute non-authorised disclosure and which acts are allowed.
v' Example: EUCAR and MCARD offer a possibility to automatically allow disclosures to affiliates.
* Address confidentiality during the project and beyond.
v" Specify how long the non-disclosure obligations will last for once the project is over.
v" In general: try to align this with the duration foreseen in the confidentiality clause of the GA (f
consistency purposes). C

/@\DE&!;\

DNFIDENTIAL]

o/
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Set up procedures to decide on the protection of
results

General MGA: “each beneficiary must examine the possibility of protecting its results and must
adequately protect them [...]”

In the CA:

Designate person/body to monitor the creation of results and related ownership claims.
* Designate person/body to ensure that all “valuable” results are being protected by their owner(s).
v’ This will usually have to be done while setting up management provisions in your CA.

* Implement a procedure to make sure no inventors are left out of a patent application (if applicable).
* Implement a procedure to make sure the choice of a protection route does not affect other partners’ | /@
commercial interests.

b[’

0R
>
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Anticipate the transfer or exclusive licensing of results

The General MGA provides that:

* Transfers of results to third parties are subject to prior notice to all interested partners and right to
object, “unless agreed otherwise (in writing) for specifically-identified third parties”.

* Exclusive licences over project results can be granted “only if all the other beneficiaries concerned have
waived their access rights”.

In the CA:

* Draw up a list of third parties (e.g. affiliates) to which transfers of results will not be subject to notification/objection.
This allows to make transfers easier and faster. See an example in EUCAR model / see Attachment 3 in DESCA.
* Set up procedures surrounding the amendment of that list.

« If a partner already intends to grant exclusive licences over a particular result: if relevant and acceptable, the other
partners can waive their access rights to that result in the CA (e.g. in annex).
v’ Best practice: avoid waivers that are too general!
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Pave the way to exploitation

General MGA: “each beneficiary must [...] take measures aiming to ensure ‘exploitation’ of its results”

In the CA:

* Possibility to mention exploitation routes if they have already been agreed upon.
v' Example: agreement on the creation of a joint-venture or spin-off company once the project is over.
v The exploitation strategy must be consistent with what was planned in the PEDR!

* Possibility to refer to further/future exploitation agreements involving only some of the partners.

* If standardisation activities are foreseen, this type of exploitation can also be dealt with in the CA (see an example in
MCARD).
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Set up procedures surrounding the dissemination of
results

General MGA: “each beneficiary must [...] ‘disseminate’ its results”.
v' Remember: Open Access to scientific publications!

In the CA:

* Refine dissemination provisions on the basis of article 29.1 MGA.

v’ Different timeframe during which partners can object to dissemination (upon being notified).
v" Who the objection should be addressed to (DESCA: to coordinator and partner wishing to
disseminate / MCARD: to all partners).

How objections should be handled and can be overcome.

Procedures to ensure coherent dissemination e.g. co-authorship.

* In particular, possibility to agree upon:
v’ Different notice period before any dissemination occurs (e.g. shorten it for more flexibility). ‘

SN
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Set up IP Management structures

The General MGA sets forth a general obligation for the parties to properly implement the action.

v' A proper implementation of the action involves the setting up of appropriate management structures!
v' It is good practice to identify the tasks related to IPR management and to include them in your
management provisions.

In the CA:

* Identify a management body or person responsible for IPR matters within the consortium (e.g. IP
manager, IP management board... this will depend on the size of the consortium).

* Identify its relevant tasks, e.g.: monitoring the creation of results and their ownership, monitoring
protection measures, monitoring dissemination measures... lllL Y
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Closing remarks

g
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Conclusion

Allocate enough time to draft your CA.

If you use templates, read all provisions carefully and adapt them to your project’s needs.

Do not keep model clauses you are not sure about or you do not fully understand!

Make sure that all partners understand the same thing — if needed, clarify / rephrase problematic clauses.
Nothing in your CA should block the implementation of your project or its exploitation phase!

A good CA is a tool upon which you will be able to base your exploitation strategy.

DN NI NI NI N

Further Support:

v Legal & Financial National Contact Points can give you guidance and explanations on the GA’s legal and financial rules.
v" The European IP Helpdesk’s Helpline is here for any IP questions. (1) Register for free on our website (2) submit your
qguestions via our online form (3) get a written reply within three working days!



https://ec.europa.eu/info/funding-tenders/opportunities/portal/screen/support/ncp
http://www.iprhelpdesk.eu/Helpline
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Further information

U0 European IP Helpdesk’s Guide to IP in Horizon 2020

O Fact sheets

IP management in Horizon 2020: at the proposal stage

IP management in Horizon 2020: at the grant preparation stage
IP management in Horizon 2020: at the implementation stage

IP Management in Horizon 2020 MSCA

IP relevance in the SME Instrument

How to define and manage Background in H2020

The Plan for Exploitation and Dissemination of Results in H2020

All are available in our online library: http://www.iprhelpdesk.eu/Library

DESCA 2020 model : http://www.desca-agreement.eu/

EUCAR 2020 model : http://www.eucar.be/

MCARD-2020 model : http://www.digitaleurope.org/

LERU model (based on DESCA): http://www.leru.org/

BAK model (based on DESCA): http://www.uni-giessen.de/bak/dokumente

oooo0o
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http://www.desca-agreement.eu/
http://www.eucar.be/
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http://www.uni-giessen.de/bak/dokumente
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Thank youl!

www.iprhelpdesk.eu

 helpline@iprhelpdesk.eu
 training@iprhelpdesk.eu

e Twitter

 Linkedln
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Thank you !

All pictures used under:
Pixabay licence
Unsplash licence

The European IP Helpdesk is managed by the European Commission’s Executive Agency for Small and Medium-sized Enterprises (EASME), with policy guidance provided by the European
Commission’s Directorate-General for Internal Market, Industry, Entrepreneurship and SMEs (DG Grow). The information provided by the European IP Helpdesk is not of a legal or advisory
nature and no responsibility is accepted for the results of any actions made on its basis. Moreover, it cannot be considered as the official position of EASME or the European Commission.

Neither EASME nor the European Commission nor any person acting on behalf of EASME or of the European Commission is responsible for the use which might be made of this information.
© European Union (2021)
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